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DETAILED ACTION 
Response to Arguments 

1 . The affidavit is ineffective for at least 2 reasons. First, the rejection was not 
under 35 USC 103 for which such an exception is made, see 103(c). Second, it does 
not contain the appropriate language for such an affidavit. To be specific, the affidavit 
would have to identify that the assignment had occurred at the time the invention was 
made . Affidavits appropriate for this situation would be one of attribution, discussed in 
MPEP 716.10 as discussed in MPEP 715.01(a). 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 16-19, 32, 45-48 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claims 16 and 45, the phrase "at least one terminal electrically connecting a 
portion of the at least one terminal disposed on the surface to at least one of the first 
and second electrodes" is unclear. 

In claim 32, the term "wherein the heat transferring structure..." is indefinite. 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1, 2, 7, 10, 1 1, 13, 29, 30, 36, 39, 40, 42 are rejected under 35 
U.S.C. 102(a) as being anticipated by Tosaka et al (JN 10,144,506). 

Regarding claims 1, 2, 7, 10, 1 1, 29, 30, 36, 39, 40, Tosaka discloses a circuit 
protection device (figures 1C and 2) comprises an over-current protection portion having 
a current limiting element (a thermistor 2) and a surface, an over-voltage protection 
portion (such as ceramic varistor 1) disposed on the surface via an attachment structure 
(6, see figure 3c) disposed between the over-current protection portion and the over- 
voltage protection portion, and configured to thermally coupled to the over-voltage 
protection portion to the over-current protection portion, and a plurality of terminations 
(such as 4b, 5b) configured to connect to the over-current protection portion and the 
over-voltage protection portion to a printed circuit board (such as a circuit board 
substrate 8 shown in figure 4). 

Regarding claims 13, 42, Tosaka discloses the over-voltage protection portion 
comprises a die having first and second side, each having an electrical contact (12, see 
figure 4). 
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4. Claims 20-48 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Whitney et al (USPN 6,628,498). 

Regarding claim 20, Whitney discloses an over-current and an over-voltage 
protection device (figure 3) comprises a first substrate (108) having a surface an 
electrode (134) disposed on the first surface, a second substrate (1 10) having a top 
surface and a bottom surface and an electrode (144) disposed on the bottom surface, a 
PTC element (1 06) position between the first and second substrate and electrically 
connected to the electrode, a voltage suppressor (104) disposed on the top surface of 
the second substrate and thermally coupled to the PTC element, and a plurality of 
terminals (120, 122, 124) electrically coupled to the PTC element and the voltage 
suppressor. 

Regarding claims 21-26, Whitney discloses the second substrate includes a heat 
sink (186)., the voltage suppressor is bonded to the heat sink (col. 8, lines 18-51). 

Regarding claims 27, 28, Whitney discloses a voltage variable material (404) 
disposed on the top surface of the second substrate. 

Regarding claims 29, 30, 45 Whitney discloses a circuit protection device (figures 
2-3) comprises an over-current protection portion (106) having a surface interposed 
between substrate layers; an over-voltage protection (104) attached to a circuit board 
and thermally coupled to the over-current protection portion via a heat transfer (186); 
and at terminal (120) connected the over-current and over-voltage protection portions to 
an electrical circuit. 
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Regarding claims 31-41, Whitney discloses the over-current portion includes first 
and second electrodes (134, 144) positioned between first and second substrates (108, 
110), a heat transfer (186) (col. 6, lines 13-20, col. 8, lines 18-51). 

Regarding claims 42-44, Whitney discloses the over-voltage portion comprises a 
die (204) (figures 7 and 8). 

Regarding claims 45-48, Whitney discloses the substrate layers including a first 
substrate (108), a second substrate (1 10), the current limiting element (106), first and 
second electrodes (134, 144), a via (186) (figures 7, 8). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3, 16, 31, 45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tosaka et al (JN 10,144,506) in view of McGuire et al (USPN 6,023,403).Tosaka 
discloses all limitations of claim 1 as discussed above, but does not disclose the over- 
current protection portion as claimed. McGuire discloses the over-current protection 
portion (see figures 6b, 6h) includes a first substrate (such as top substrate 120), and a 
second substrate (e.g. bottom substrate 120), each substrate having an electrode (such 
as electrodes 100, 110), the current limiting element (PTC 17) positioned between the 
substrates, and at least one terminal (12) electrically connecting a portion of the at least 
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one terminal (12) disposed on the surface to the first electrode. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
modified to over-current protection portion of Tosaka to incorporate the over-current 
protection portion as disclosed by McGuire in order to improve the over-current 
protection (col. 2, lines 25-34). 

6. Claims 20, 24, 25, 27, 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McGuire et al (USPN 6,023,403) in view of Tosaka et al (JN 
10,144,506). 

Regarding claims 20, 27, 28, McGuire discloses a circuit protection device 
(figures 6E, 6H) comprises a first substrate (such as a top substrate 120) and an 
electrode (electrode 100) disposed on the first substrate, a second substrate (such as a 
bottom substrate 120) having a top surface, and a bottom surface, and an electrode 
(110) disposed on the bottom surface, an over-current protection portion having a 
current limiting element (PTC element 20) positioned between the first and second 
substrate and electrically connected to the electrodes, a plurality of terminations (155, 
156) to connect to the over-current protection portion. McGuire does not disclose an 
over-voltage protection portion as claimed. Tosaka discloses a protection circuit (figure 
1,4) comprises an over-voltage protection portion (e.g. a ceramic varistor 1) is disposed 
on a surface of an over-current protection portion (a PTC element 2) and thermally 
coupled to the PTC element. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have modified to the protection circuit of 
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McGuire to incorporate the over-voltage protection portion as disclosed by Tosaka in 
order to protect the PTC element from over-voltage breakdown conditions (see 0003). 

Regarding claims 24, 25, as for the over-voltage protection being various 
elements (zener diode, thyristor); it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to select any known over-voltage protection 
element as deemed suitable in order to provide the over-voltage protection function. 
This is further demonstrated by applicant's various embodiments of the over-voltage 
protection as claimed absent persuasive evidence that particular type of over-voltage 
protection element is significant. 

7. Claims 8, 9, 37, 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tosaka et al (JN 10,144,506). As for the over-voltage protection being various 
elements (zener diode, thyristor); it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to select any known over-voltage protection 
element as deemed suitable in order to provide the over-voltage protection function. 
This is further demonstrated by applicant's various embodiments of the over-voltage 
protection as claimed absent persuasive evidence that particular type of over-voltage 
protection element is significant. 

8. Claims 15, 44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tosaka et al (JN 10,144,506) in view of Yatsuo et al (USPN 6,353,236).Tosaka 
discloses all limitations of claim 1 as discussed above, but Tosaka does not teach the 
one of the sides of the over-voltage protection die as claimed. Yatsuo discloses that 
sides of the over-voltage portion (506) to a contact (508) via a bonding wire (507). It 
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would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have modified the sides of the over-voltage circuit of Tosaka to incorporate with 
a contact and bonding wire as taught by Yatsuo in order to provide shorter conducting 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Danny Nguyen whose telephone number is (571)-272- 
2054. The examiner can normally be reached on Mon to Fri 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Sircus can be reached on (571 )-272-2058. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



path and low manufacturing cost. 
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